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DETAILED ACTION 
Status Of Claims 

1 . This Office Action is in response to an amendment received 1/20/2006 in which 
Applicant lists claims 1-13 as being currently amended. It is interpreted by the examiner 
that claims 1-13 are pending. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

3. The Information Disclosure Statement(s) (IDS) filed on 1/20/2006 was 
considered. 

Drawings 

4. The drawings were received on 1/20/2006. These drawings are accepted. 

Specification 

5. The abstract of the disclosure is objected to because all instance of "comprises" 
should be changed to -includes-. Correction is required. See MPEP § 608.01(b). 

6. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 
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The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Objections 

7. Claims 1-7 and 9-1 1 are objected to because the claim(s) include(s) many 
limitations using the alternative language "and/or." Repeated use of "and/or" creates 
uncertainty as to metes and bounds of the claim because it is unclear from the 
multiplicity of combinations possible which features are intended to be included in the 
claimed combination. Claims 2-7 and 10-1 1 are objected to for inheriting the same 
informalities through their dependency from claims 1 or 9. For the purpose of this 
examination "and/or" has been interpreted as being "or". 

8. Claims 5, 6 and 7 are objected to because of the following informalities: 

a. On line two of claim 5, "wherein overflow" should be changed to -wherein 
the overflow--; 

b. Claim 6 is grammatically incorrect; 

c. In claims 6 and 7, "that near the exit lens" does not make sense. 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 8 does not appear to be written in independent form and 
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does not depend from any independent claims. For tine purpose of the examination, 
claim 8 is interpreted to depend from claim 7. 

1 1 . Further regarding claim 8, the phrase "in particular" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claim Rejections - 35 USC § 102 

1 2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

13. Claims 1-13, as best understood, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hummel, International Publication WO 02/093232 A2 (hereafter Hummel, 
the English machine translation of which is referenced below). 

14. As to claim 1, Hummel discloses a device for examining chemical or biological 
samples (see at least the first paragraph of the machine translation of Hummel), 
comprising a sample carrier for receiving the samples (see at least figure 1 , elements 
14 and 16), an objective for observing the samples through a sample carrier wall (see at 
least figure 1, elements 10, 12 and 18), wherein a gap is defined between an outer 
surface of the sample carrier wall and an exit lens of the objective (see at least figure 1 , 
elements 12 and 22), a film of an immersion medium to be provided in the gap such that 
the film is in contact with both the outer surface of the sample carrier wall and the exit 
lens of the objective (see at least figure 1 , element 46), and a protection means 
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surrounding tine exit lens for preventing tine objective from becoming fouled by the 
immersion medium (see at least figure 1, element 44), wherein the protection means is 
connected with a suction means for discharging the immersion medium (see at least 
figure 1 , elements 50 and 48 as well as page 2, the fifth full paragraph of the machine 
translation of Hummel), wherein the protection means comprises a capillary channel 
connected with the suction means for discharging the immersion medium (see at least 
figures 1 and 2, element 44). 

1 5. As to claim 2, Hummel discloses that the capillary channel is essentially 
configured as an annular gap around the exit lens (see at least figures 1 and 2, element 
44). 

16. As to claim 3, Hummel discloses that the protection means comprises at least 
two collar portions arranged around the objective and defining the capillary channel (see 
at least figures 1 and 2, the inner and outer collar portions of element 44). 

17. As to claim 4, Hummel discloses that the protection means comprises an 
overflow reservoir for additionally receiving immersion medium (see at least figures 1 
and 2, element 44). 

1 8. As to claim 5, Hummel discloses that the overflow reservoir comprises a 
reservoir bottom having a reservoir bottom opening via which the capillary channel is 
connected with the overflow reservoir (see at least figures 1 and 2, element 44). 

19. As to claim 6, Hummel discloses a supply means comprising a supply line (see at 
least figure 1 , elements 30 and 32), wherein an outlet opening of the supply line is 
arranged near the exit lens of the objective so that immersion medium is supplied into 
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the gap at least partly with the aid of capillary forces (see at least figure 1 , elements 34 
and 36 as well as paragraph 12 of page 1 of the machine translation of Hummel). 

20. As to claim 7, Hummel discloses that the capillary channel is connected with a 
supply means for supplying immersion medium (see at least figure 1 , element 26), and 
the capillary channel comprises a capillary channel opening which is arranged that near 
the exit lens that immersion medium is supplied into the gap at least partly with the aid 
of capillary forces (see at least figure 1 , elements 34 and 36 as well as paragraph 12 of 
page 1 of the machine translation of Hummel). 

21 . As to claim 8, Hummel discloses that the capillary channel is connected with a 
3/2-way valve, wherein the valve is connected with the suction means and with the 
supply means (see at least figure 1 , element 37 as well as well as paragraph 15 of page 
2 of the machine translation of Hummel; it is noted that since the hose exiting the pump 
is fed into the valve and the discharge hose can be fed into the valve, the valve would 
necessarily be a 3/2 way valve). 

22. As to claim 9, Hummel discloses a method for examining chemical or biological 
samples (see at least the first paragraph of the machine translation of Hummel), 
wherein an exit lens of an objective is arranged opposite a sample carrier for observing 
the sample through a sample carrier wall (see at least figure 1 , elements 10, 12 and 18), 
wherein between an outer surface of the sample carrier wall and the exit lens of the 
objective a gap is defined (see at least figure 1 , elements 12 and 22) such that in the 
gap a film of an immersion medium is arranged which is in contact with both the outer 
surface of the sample carrier wall and the exit lens of the objective (see at least figure 1 , 
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element 46), wherein via a capillary channel defined in the protection means 
surrounding the objective the immersion medium is discharged automatically, at least 
with the aid of capillary forces (see at least figure 1 , elements 50 and 48 as well as 
paragraphs 10-12 of page 1 of the machine translation of Hummel). 

23. As to claim 10, Hummel discloses that the immersion medium is supplied 
automatically, at least partly with the aid of capillary forces (see at least paragraphs 10- 
12 of page 1 of the machine translation of Hummel). 

24. As to claim 1 1 , Hummel discloses that the discharge of the immersion medium is 
adjusted relative to the supply such that the volume of the film of immersion medium 
essentially remains constant (see at least paragraphs 1-3 of page 2 of the machine 
translation of Hummel). 

25. As to claim 1 2, Hummel discloses an objective cap (see at least figure 1 , 
elements 10 and 44) for protecting an objective from becoming fouled by an immersion 
medium (see at least figure 1 , element 46), comprising an inner collar portion adapted 
to be placed onto the objective (see at least figure 2, the inner collar portion of 44 and 
element 12), an outer collar portion arranged around the inner collar portion (see at 
least figure 2, the outer collar portion of element 44), wherein the inner collar portion 
and the outer collar portion are at least partly spaced relative to each other such that an 
essentially annular capillary channel is defined (see at least figures 1 and 2, element 
44), and an outlet opening provided in the outer collar portion (see at least figures 1 and 
2, element 50), via which opening the capillary channel is connected with a suction 
means (see at least paragraph 5 of page 2 of the machine translation of Hummel). 



Application/Control Number: 10/565,350 Page 8 

Art Unit: 2872 

26. As to claim 13, Hummel discloses an overflow reservoir arranged in the outer 
collar portion for receiving the immersion medium (see at least figures 1 and 2, element 
44), wherein the overflow reservoir comprises a reservoir bottom having a reservoir 
bottom opening via which the capillary channel is connected with the overflow reservoir 
for discharging immersion medium (see at least figures 1 and 2, elements 48 and 50). 



Conclusion 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEREK S. CHAPEL whose telephone number is 
(571 )272-8042. The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephone B. Allen can be reached on 571-272-2434. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ID. S. C./ /Stephone B. Allen/ 

Examiner, Art Unit 2872 Supervisory Patent Examiner 

2/23/2010 Art Unit 2872 



